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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 11,15, and 16 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

r 

Claims 1 1 and 15 recite "a program". However, it appears that such would 
reasonably be interpreted by one of ordinary skill in the art as software, per se. This 
subject matter is not limited to that which falls within a statutory category of invention 
because it is not limited to a process, machine, manufacture, or a composition of matter. 
Software does not fall within a statutory category since it is clearly not a series of steps 
or acts to constitute a process, not a mechanical device or combination of mechanical 
devices to constitute a machine, not a tangible physical article or object which is some 
form of matter to be a product and constitute a manufacture, and not a composition of 
two or more substances to constitute a composition of matter. 

Claim 16 recites a recording medium that merely stores nonfunctional descriptive 
material. When nonfunctional descriptive material is recorded on some computer- 
readable medium, it is not statutory since no requisite functionality is present to satisfy 
the practical application requirement (See MPEP 2106.IV.B.1 ). 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication In this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1, and 3-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kikuchi et al. (W099/38167 - the English translation of which is US Patent 6,005,679 
and used as reference hereinafter). 

Regarding claim 1 , Kikuchi et al. disclose a system for recording and playing 
back video data (Abstract), comprising: means for generating, from input moving picture 
data, a thumbnail picture representing said moving picture data, as first thumbnail data, 
("thumbnail video encoder 58" in Fig. 40; column 35, lines 50-54; column 37, lines 43- 
46) and for generating, from said moving picture data, a thumbnail picture of a picture 
extracted as a characteristic picture (Fig. 36; column 35, lines 50-54; column 37, lines 
43-46) and means for recording said first thumbnail data and the second thumbnail 
data, generated by said generating means as independent groups on a recording 
medium ("data processor 36", "disc drive 32" in Fig. 40; column 30, lines 37, lines 5-14; 
lines 36-40; column 40, lines 16-21; Fig. 36). 

Regarding claim 3, Kikuchi et al. further disclose the generating means to 
generate said first and second thumbnail data as respective data blocks and as one file 
(Fig. 36; column 30, lines 55-62; column 37, lines 38-42). 
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Regarding claim 4, Kil<ucl-ii et al. further disclose the generating means to 
generate first management data supervising said first thumbnail data with a number 
corresponding to the first thumbnail data, and also to generate second management 
data supervising said second thumbnail data with a number corresponding to the 
second thumbnail data ("PGCN", "Time Code", and "Start Address" in Fig. 36; column 
30, lines 8-14); and said recording means recording said first and second management 
data in said recording medium (Fig. 36; column 28, lines 7-27). 

Regarding claim 5, Kikuchi et al. further disclose said first and second 
management data include data specifying the format of the picture data of the thumbnail 
data being supervised ("Picture Size X, Y", which specifies the rectangular shape and 
dimension of the thumbnail shown in Fig. 36). 

Regarding claim 6, Kikuchi et al. further disclose said recording means records 
picture data of said thumbnail picture contained in said first or second management 
data in terms of a block of a preset size as a unit (in unit of 32 KB in column 28, lines 
28-30; column 29, lines 39-67). 

Regarding claim 7, Kikuchi et al. also disclose said recording means records the 
information representing the referencing destination of said first thumbnail data as a 
separate file on said recording medium (column 66, lines 43-52). 

Regarding claim 8, Kikuchi et al. also disclose said recording means further 
records the information indicating the referencing destination of said thumbnail picture 
contained in said second thumbnail data (column 66, lines 43-52). 

Claim 9 is rejected for the same reason as discussed in claim 1 above. 
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Claim 10 is rejected for tlie same reason as discussed in claim 1 above. 

Claim 1 1 Is rejected for the same reason as discussed in claim 1 above. 

Regarding claim 12, Kikuchi et al. disclose a reproducing apparatus, comprising: 
first readout means for reading out management data supervising picture data of a 
thumbnail picture representing the contents of said picture data in case playback of said 
picture data is commanded ("MPU 30", "data processor 36", and "disc drive 32" in Fig. 
41 ; column 39, lines 57-59); second readout means for reading out said picture data 
based on said management data read out by said readout means ("MPU 30", "data 
processor 36", and "disc drive 32" in Fig. 41; column 39, lines 60-65); third readout 
means for reading out picture data of a thumbnail picture of picture extracted as a 
characteristic picture from said picture data, and management data supervising said 
picture data ("MPU 30", "data processor 36", and "disc drive 32" in Fig. 41; column 39, 
lines 57-59, 60-65); and fourth readout means for reading out said picture data based 
on said management data read out from said third readout means ("MPU 30", "data 
processor 36", and "disc drive 32" in Fig. 41 ; column 39, lines 60-65). 

Claim 13 is rejected for the same reason as discussed in claim 12 above. 

Claim 14 is rejected for the same reason as discussed in claim 12 above. 

Claim 15 is rejected for the same reason as discussed in claim 12 above. 

Regarding to claim 16, Kikuchi et al. disclose a recording medium having 
recorded thereon first data comprised of picture data, thumbnail picture data of a 
thumbnail picture extracted from said picture data, indicating the contents of the picture 
data, and management data for supervising data of said thumbnail picture (Fig. 36; 
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column 28, lines 9-18, 47-60; column 66, lines 3-22), and second data comprised of 
thumbnail picture data of a thumbnail picture of a picture extracted as a characteristic 
picture from said first stated picture data (Fig. 36; column 28, lines 9-18, 47-60; column 
66, lines 3-22); 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disdosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kikuchi et 
al. (W099/38167 - the English translation of which is US Patent 6,005,679 and used as 
reference hereinafter) as applied to claims 1,3-16 as discussed above, and further in 
view of Haneda (US Patent 6,005,679). 

Regarding claim 2, see the teachings of Kikuchi et al. as discussed in claim 1 
above. However, Kikuchi et al. do not teach the generating means to generate said first 
and second thumbnail data as respective independent files. 

Haneda does teach a system for arranging image data in a file by using a filing 
system having an image signal input to receive an image signal representative of a 
frame of image, and a unit for dividing the image into blocks of data (see Abstract), and 
a storage unit to store the data as an independent file (column 11, lines 14-16; column 
18, lines 54-61). 
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One of ordinary skill In the art at the time the invention was made would have 
been motivated to incorporate the image filing system taught by Haneda into the 
recording apparatus taught by KIkuchi et al. because Haneda's image filing system has 
an advantage of allowing retrieval of recorded image at high speed (column 2, line 66- 
column 3, line-2). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hung Q. Dang whose telephone number is 571-270- 
1116. The examiner can normally be reached on M-Th:7:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) 0(1571-272-1 ( 



Hung Dang 
Patent Examiner 




